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1 Application for patent filed Septenber 26, 1995,
entitled (as anended) "Optical Device Wth Protective Cover."
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clainms 1-4, 6-9, and 11. Caim10 is
said to be redundant to claim7 and, while not canceled, is
not appeal ed.

W affirmin-part.

BACKGROUND

The invention is directed to an optical disc assenbly
having a glass substrate that is designed to prevent a failure
of the glass substrate near its corner upon receipt of
physi cal shocks.

Claim1 is reproduced bel ow.

1. An optical disc, conprising:

a di sc-shaped gl ass substrate defining a pair of
maj or surfaces and an outer side and having informtion-
carrying means on one ngj or surface,

a resin protective nenber including a disc-shaped
covering portion and an annular rimextending fromthe
peri phery of the covering portion,

an adhesive |ayer integrally joining said substrate
and said protective nenber,

the information-carrying nmeans of said gl ass
substrate faces the covering portion of said protective
menber and the outer side of said glass substrate is
surrounded by the annular rimto | eave a space between
the outer side of said glass substrate and an inner
surface of the annular rim
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The Examiner relies on the followng prior art:

Hoogeveen et al. (Hoogeveen) 4,622, 661 Novenber
11, 1986

Clains 1-4, 6-9, and 11 stand rejected under 35 U. S. C
§ 103 as bei ng unpat entabl e over Hoogeveen.

We refer to the Final Rejection (Paper No. 6) and the
Exam ner's Answer (Paper No. 13) (pages referred to as "EA ")
for a statenent of the Examiner's position and to the Appeal
Brief (Paper No. 12) (pages referred to as "Br__") for a
statenment of Appellants' arguments thereagainst.

OPI NI ON

Al t hough Appellants identify clains 1-4 and 6 as one
group of clainms and clains 7-9 and 11 as a second group of
claims (Br5), Appellants argue independent clains 1 and 7 as
one group and dependent clainms 6 and 11 as a second group.
Accordingly, we consider clains 1-4 and 7-9 to stand or fal
together, with claim 1l considered as representative, and
clains 7 and 9 to be a second group, with claim®6 considered

as representat ive.

Clains 1-4 and 7-9
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Appel l ants argue that the essential difference between
Hoogeveen and the subject matter of clainms 1 and 7 is the
clainmed recitation of "an adhesive layer integrally joining
said substrate and said protective nenber." Appellants argue
t hat Hoogeveen discloses that brim44 is secured to
substrate 41 "by neans of an adhesive" (col. 4, line 25), but
does not define any purpose of the adhesive and thus fails to
teach the advantages of an adhesive |ayer which not only
adheres the protective rimto the substrate, but also provides
the structure and function of danping the shocks conducted to
the gl ass substrate (Br5-6).

The Exam ner responds that the clainms do not define any
addi ti onal purpose for the adhesive, so Appellants' argunent
is not conmmensurate in scope with the clains (EA8). The
Exam ner further opines that even if the alternate purpose of
provi di ng danpi ng was cl ai med, the adhesive in Hoogeveen woul d
fulfill the same role (EA8).

W agree with the Exam ner that the clainms do not recite
any purpose for the adhesive other than "integrally joining
said substrate and said protective nenber,” which is

acconpl i shed by Hoogeveen. Although nost adhesives are not



Appeal No. 1998-1470
Appl i cation 08/533, 740

totally rigid and, therefore, would perform sonme anount of
shock danping, it is not necessary to consi der whether
Hoogeveen woul d have satisfied the function of danping shocks
if the function had been recited. W conclude that the

Exam ner has established a prina facie case of obvi ousness.

The rejection of clains 1-4 and 7-9 i s sustai ned.

Clains 6 and 11

The Exam ner stated (Paper No. 4, pages 5-6; FR4):

Hoogeveen et al does not show the space being filled
wth a resin. However, filling spaces in optical disks
with resinis old and well known throughout the art.

It woul d have been obvious to one of ordinary skil
inthe art at the tinme the invention was made to provide
t he di sc of Hoogeveen et al with the space between the
outside of the substrate and the inside of the rimbeing
filled wwth a resin. One of ordinary skill in the art
woul d have been notivated to provide a nore durable and
stable disc while utilizing a known |ightwei ght opti cal
disc material .

Appel I ant argues even assum ng the Exam ner's contention
that filling spaces in optical disks with resin was well known
is correct, "there is no teaching in the reference for filling
t he space between the protective nmenber rimand the outer
surface of the glass substrate as clained by the applicants’

[sic]" (Br7).
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The Exam ner responds that Appellants did not seasonably
chal l enge the Examiner's finding of O ficial Notice that
"filling spaces in optical disks with resin is old and well
known t hroughout the art" and, therefore, according to the

Manual of Patent Exami ning Procedure 8 2144.03, the finding is

taken to be admtted prior art (EA9).

We do not consider that filling spaces in optical disks
wth resinis the kind of fact that is proper for Oficial
Notice; it is not a fact of which we are aware, nor do we
think the Federal G rcuit, which is responsible for review ng
our decisions, is likely to have know edge about this finding.
Nevert hel ess, we agree wth the Exam ner that findings of
O ficial Notice nust be seasonably chall enged. Here, however,
Appel I ant argues that even if the finding is correct, it does
not address filling the space between the protective nenber
rimand the outer surface of the glass substrate, as cl ai ned.
We agree with Appellant. The Oficial Notice is not
comensurate in scope with the claimlimtation. There nust
be sone notivation for filling the space between the rim and
gl ass substrate. Hoogeveen expressly discloses that there

shoul d be a space at the outer circunference of the substrate
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in which no internedi ate neans are present which can transmt
a force toward the disc (col. 4, lines 59-68). Thus,
Hoogeveen di scourages filling the space with material. For
this reason, we conclude that the Exam ner has failed to

establish a prima facie case of obviousness. The rejection of

clains 6 and 11 i s reversed.

CONCLUSI ON

The rejection of clains 1-4 and 7-9 i s sustai ned.

The rejection of clains 6 and 11 is reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).
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